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PATENT Attorney Docket No: BRI/01 6 

REMARKS 

The April 3, 2006 Office Action again rejected all 
pending elected claims over U.S. Patent No. 4 , 224,487 to 
Simonsen. The present amendment amends claims 20, 25 , and 
26. It is respectfully submitted that pending independent 
claims 1, 20, and 21 each include limitations that clearly 
distinguish Simonsen. 

Claim 1 recites * a projectile formed of polymer as an 
integral part of said housing ." The claimed integrally- 
formed polymer (and thus electrically non- conductive) 
projectile provides reduced complexity, easier assembly, 
and enhanced reliability. Applicant respectfully traverses 
the Examiner's statement that the integrally-molded 
projectile was obvious "since it has been held that forming 
in one piece an article which has formerly been formed in 
two pieces and put together involves only routine skill in 
the art.'' (Office Action, pp. 5 and 6 (citing Howard v. 
Detroit Stove Works , 150 U.S. 164 (1893))). Howard 
predates the 1952 Patent Act, and does not establish any 
rule concerning obviousness under 35 U.S. C. S 103. The 
Board of Patent Appeals and Interferences has consistently 
so held, expressly overturning rejections based on Howard 
of one-piece elements over two-piece prior art* Each time, 
the Board reiterates that an obviousness rejection always 
requires consideration of the invention as a whole, with a 
fact -specific analysis pursuant to Graham v. John Deere 
Co. , 383 U.S. 1, 17-18 (1966), dismissing conclusionary 
and/or hindsight assertions that it would have been obvious 

9 

PAGE 10/32 • RCVD AT 7/812006 12:48:39 PM [Eastern Daylight Time] ■ SVR:USPTQ-EFXRF-3f17 * DNIS:273830O ■ CSID:3104392902 1 DURATION (mnvss):08-28 


BEST AVAILABLE COPY 


JUL 08 2006 8:58 BRINDISI LRU OFFICES 3104392902 p. 11 

PATENT Attorney Docket No: BRI/01 6 

to form the disclosed two-piece items as one part. A few 
such decisions are attached in the following Appendix. 

Turning to the specific facts of this case, it would 
not have been obvious in view of Simonsen to form a 
projectile sis an integral part of a circuit breaker housing 
as recited in claim 1. Simonsen itself contains no 
suggestion to form a housing and projectile as one part* 
And to the contrary, one of ordinary skill in the art 
reviewing Simonsen would have been taught away from doing 
so. As in In re Muench, Jr. {copy of BPAI decision 
attached), 1 also involving a fuse, the difference in the 
functions of the respective parts teaches away from forming 
them integrally. Here the projectile is a moving part, 
whereas the housing is static ; integrally forming moving 
and static parts is far from obvioua - it is 
counterintuitive. Applicant found that the projectile and 
housing can be formed integrally, however, by forming a 
region of connecting material that is configured (as shown 
in Figs. 1 and 2, and explained on page 8 of the 
specification) to break upon output with enough energy to 
accelerate the projectile to the required velocity. 

The foregoing arguments also apply to independent claim 
21, which recites the limitation, "means for breaking Baid 
electrically conductive portion using the output of said 
pyrotechnic igniter," pursuant to 35 O.S.C* § 112, f6. It 
is submitted that the prior art of record does not disclose 

1 Muench and the other attached BPAI cases - though not binding 
precedent - correctly state the law and demonstrate a clear and 
consistent position by the Board on this issue, and are useful 
in their application of the law in similar specific contexts, 
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the structure disclosed in Applicant's specification or an 
equivalent thereof. 

Finally, regarding independent claim 20 , the previously 
added and then amended limitation was rendered moot in 
light of the Examiner's interpretation of the "electrically 
conductive portion" as consisting only of Simonsen' s 
filament (15) and not including its conductors (11) . Claim 
20 has been rewritten to obviate this, and now recites: 

an electrically conductive portion having two end» 
each including a bolt hole, said electrically 
conductive portion being an integral single piece 
that has a uniform thickness throughout the 
distance between said bolt holes 

The electrically conductive portion between the bolt holes 
in Simonsen is NOT tt an integral single piece" as claimed, 
and consists instead of three discrete parts: left and 
right bus barB (11) , and a filament (15) held in u contact" 
(see, e.g., col. 3, line 13) between them. Further, 
Simonsen' s electrically conductive portion does not have *a 
uniform thickness throughout the distance between [the] 
bolt holes" as claimed, having instead two very distinct 
and different thicknesses, namely, that of the bus bare, 
and that of the filament. Nothing in Simonsen discloses or 
suggests the possibility of an alternative embodiment in 
which the bus bars and filament are integrated into a 
single piece, or in which the thickneBs of the electrically 
conductive portion between the bolt holes is uniform. This 
is not just a technical distinction - to the contrary, 
Simonsen is not amenable to being modified to make the 
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thickness uniform , because increasing the thickness of the 
filament enough to support bolt holes would - even if 
possible - require completely reworking the various parts 
of the circuit breaker (including the cutting blade, 
igniter, etc.) such that it would not be suitable for the 
disclosed context. Applicant's claimed uniform thickness, 
single-piece electrically conductive portion reduces 
complexity, simplifies assembly, and enhances reliability. 


For the foregoing reasons / it is respectfully requested 
that the presently amended application be allowed. The 
Examiner is invited to telephone the undersigned to 
expedite the prosecution of this application. 

Form PTO-2 038 is included herewith to cover the $43 0 
fee for a one -month extension, hereby requested. 


20 28 th Place, Suite B 
Venice, California 90291 
Tel. (310) 439-2901 
Fax. (310) 439-2902 


Attached : Appendix 


12 

PAGE 1302 1 RCVD AT 7/812006 12:48:39 PM [Eastern Daylight Tune] 1 SVR:USPTO-EFXRF-3/17 1 DNIS:2738300 ■ CSID:31 04392902 ' DURATION fHM$»28 


Conclusion 


Respectfully submitted, 


Dated: July 8, 2006 


/ Thomas J. Brindisi / 


THOMAS J. BRINDISI 
Reg. No. 40,348 
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